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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)Q This action is FINAL. 2b)S This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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6) ^ Claim(s) 31-42 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Response to Arguments 
1 . Applicant's arguments with respect to claims 3 1-42 have been considered but are moot in 
view of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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1. Claims 31-33, 34-38 and 39-42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ootsuka 754 (U.S. 5,774,754) in view of Kozuki et al. (U.S. 5,589,943). 

Regarding claim 31, Ootsuka 754 discloses a photographing apparatus (see Figs. 2 and 
18) comprising: 

a first recording section for recording, on a first recording medium (i.e., noted the use of a 
silver salt film as shown in Fig, 4), mainly still pictures together with information relating to the 
still pictures thus recorded (as shown in Figs. 4 and 5 A, it is noted that with the use of the 
magnetic recording circuit, the information relating to the still pictures recorded on the film may 
be recorded on a magnetic recording layer of the film so that such information may be used 
when a still picture recorded on the film is printed; see coi 7, lines 10+)\ 

a second recording (i.e., noted the use of Memory 50) section capable of recording 
moving pictures and also pictures to be reproduced as still pictures (i.e., col. 6, lines 30+); and 
a controller (Figs. 1 and 18, the elements 1 and 100) for controlling the photographing apparatus 
(i.e., the system 20), which is operated by a voluntary operation (i.e., noted the use of manual 
switches as shown in Fig. 3 for allowing the user to perform a voluntary operation) a plurality of 
shooting and reproducing modes (i.e., noted that with the use of control units 1 and 100 and the 
input units, e.g., the elements 24-25, 39, & 40, the user may select among a plurality of shooting 
and reproducing modes; see col. 6, lines 29+ and col. 27, lines 20+), said shooting modes 
including a mode in which a still picture and information relating thereto are recorded on the first 
recording medium (see Figs. 4 & 5 A, col. 6, lines 40+ and col. 7, lines 3+), 

a mode in which a moving picture is recorded on the second recording medium (50), and 
a mode in which a picture to be reproduced as a still picture is recorded on the second recording 
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medium (i.e., noted that both still/moving image signals generated by the image pickup device 
and signal processing unit have to record on the image memory unit 50, so that they may be 
reproduced to display on the display monitor; see Figs. 8, 12-13, 18 and 38, the elements 50 & 
127; col. 15, lines 60+ and col. 27, lines 20+), 

said reproducing modes including a mode in which information relating to a still picture 
recorded on the first recording medium is displayed (Figs. 13-14, col 10, lines 45+, col. 12, 
lines 10+, col 11, lines 20+ and col. 23, lines 40+), 

a mode in which a moving picture recorded on the second recording unit (50) is 
reproduced (col. 15, lines 65+ and col 28, lines 25+), 

a mode in which the still picture recorded on the second recording unit (50) is reproduced 
( col 32, lines 30-35), and 

a mode in which a still picture is reproduced (i.e., Noted that during the 'Preview "mode, 
the "STILL IMAGE "can be reproduced while the camera is in a motion recording mode; see col 
13, lines 50+, col 27, lines 40+) out of a picture recorded and reproducible as a moving picture 
on the second recording unit (i.e., the memory device 50 as shown in Figs. 2 & 3). 

Further, although Ootsuka 754 discloses the use of "a second recording unit" for 
recording the motion image in the recording medium 52 and recording the still image in the 
recording unit 51, Ootsuka '754 does not explicitly show the use of particular "both moving 
pictures and also pictures to be reproduced as still pictures are recorded on a same second 
recording medium; and in a reproducing mode, the still picture is reproduced out of the moving 
picture which is recorded on the second recording medium to be reproduced as the moving 
picture" as recited in the present claimed invention. 
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However, the above-mentioned claimed laminations are well known in the art as 
evidenced by Kozuki 6 943. In particular, Kozuki 6 943 clearly teaches it is conventionally well- 
known in the art to use a "second recording medium" (i.e., noted the use of recording medium as 
shown in Figs. 3, 5 and 9 of Kozuki '943) for recording/reproducing both moving pictures (i.e., 
noted the tracks Ml -Ml 8 of Fig. 9) and also pictures to be reproduced as still pictures (i.e., noted 
the repeated M5 track of still image contents within the moving image tracks Ml -Ml 8 and the 
still image contents of the respective tracks S5-1 to S5-8 are recorded on the same recording 
medium) are recorded on a same recording medium (i.e., noted the use of a magnetic tape for 
recording both moving/still images thereon), so that during the reproducing mode, the still image 
data (i.e., the track M5 of Fig. 9) may be reproduced out of the moving picture (i.e., noted the 
tracks Ml -Ml 8 of Fig. 9) which is recorded on the second recording medium (i.e., the magnetic 
tape of the camera)to be reproduced as the moving picture (see col. 8, lines 15-50). In view of 
this, it is clearly well-known in the art that the still image data portion (i.e., col. 8, lines 45+) may 
be selectively extracted and reproduced out of a picture recorded as a moving picture on the 
same recording medium tape so that it is possible for an operator to visually confirm the 
substantial contents of the scene. 

In view of this, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the system of Ootsuka 754 as taught by Kozuki '943, 
since Yoshimura '369 suggested in col. 8, lines 45+ that such a modification would enable the 
operator to easily confirm the timing when the still image was recorded and the contents thereof, 
and moreover, such a modification would obviously reduce the cost and size of the overall 
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system of Ootsuka 6 754 because it is only require to use a single recording medium to recorded 
the still and moving image data as taught by Kozuki '943. 

Regarding claim 32, Ootsuka 754 discloses wherein the information recorded on the first 
recording medium is information used when the still picture recorded on the first recording 
medium is printed (i.e., sees col. 6, lines 60-col. 7, line 1 of Ootsuka 754). 

Regarding claim 33, Ootsuka 754 discloses wherein, in any of the modes in which the 
moving picture is recorded, as aspect ratio of the picture can be varied (col. 23, lines 35+ and col. 
24, lines 1+ of Ootsuka 754). 

Regarding claim 34, Ootsuka 754 discloses a display for displaying the still picture, the 
moving picture, or information in any of the reproducing mode (i.e., see Figs. 12-17 of Ootsuka 
754). 

Regarding claim 35, please see the examiner's comment with respect to claim 31 as 
discussed above. 

Regarding claim 36, please see the examiner's comment with respect to claim 32 as 
discussed above. 

As for claim 37, please see the examiner's comment with respect to claim 33 as discussed 

above. 

Regarding claim 38, please see the examiner's comment with respect to claim 34 as 
discussed above. 

Regarding claim 39, please see the examiner's comment with respect to claims 3 1 & 33 
as discussed above. 
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Regarding claim 41, please see the examiner's comment with respect to claim 31 & 33 as 
discussed above. 

Regarding claims 40 and 42, Ootsuka 754 discloses wherein, a display for displaying a 
still picture, a moving picture, or information in any of the reproducing modes (see Figs. 12-17 
of Ootsuka 754/ 

Allowable Subject Matter 
2. Claims 19-26 are allowed for the reasons set forth in the previous Office action (please 
see paper no. 7 & 12). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aung S. Moe whose telephone number is 703-306-3021. The 
examiner can normally be reached on Mon-Fri (9-5). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on 703-305-4929. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




*Aung S. Moe 
Primary Examiner 
Art Unit 2612 



A. Moe 

December 27, 2004 



